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Application No.: 10/680,693 Case No.: 58629US002 

Remarks 

This paper is responsive to the Office Action dated May 3 1 , 2(306. Applicants disagree 
with the objections, rejections, and assertions presented in the May 31, 2006 Office Action. 
Applicants assert that the pending claims are allowable and respectfully requests reconsideration 
and withdrawal of all the pending objections and rejections. 

Claims 1-4, 7-10, 13, 15-19, and 22-28 are pending. 

§ 112 Rejections 

Claims 13, 15, 16, 17-19 and 27-28 were rejected under 35 U.SC. §112, first paragraph as 
failing to comply with the enablement requirement since the spreadsheet from the Lawrence 
Berkley Laboratory was not provided as available to the public. 

Applicants assert that U.S. Patent Application Serial No. 10/680,693 provides a 
description of the method used to obtain direct solar reflectance values that is independent of the 
referenced spreadsheet available from the Lawrence Berkley Laboratory. 

Applicants have provided a 37 CFR 1.132 Declaration from Jeffry L. Jacobs stating that 
the pending specification discloses how to obtain the direct solar reflectance data independent of 
the spreadsheet from Lawrence Berkley Laboratory. This declaration states that the pending 
specification (see paragraph [0015] of published application US2005/0074580) discloses that 
ASTM method G159 was used to compute interpolated irradiance data at 5 nm intervals in the 
region of interest, and this 5 nm data was used to create weighting factors by dividing the 
individual irradiances by the total summed irradiance from 300 to 2500 nm. The weighting 
factors were then multiplied by the experimental reflectance data taken at 5 nm intervals to 
obtain the direct solar reflectance at those wavelengths. Thus, the spreadsheet from the 
Lawrence Berkley Laboratory is not required to obtain the direct solar reflectance values. 
Reconsideration and withdrawal of the rejections is respectfully requested. 

Double Patenting Rejection 

Claims 1-4, 7-10, 15-19, 22-28 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-13, 15-27, 29- 
41 and 43-46 of copending Application Serial No. 10/746,829 in view of Meyer et al., (US 
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4,092,441) or Jacobs (US 6,569,520). To date, the undersigned has not received a Notice of 
Allowance for application having Application Serial No. 10/746,829. Therefore, a further 
response to this provisional rejection is not necessary at this time. 

§102 Rejections 

Claims 1-4, 7-10, 13, and 15-19 stand rejected under 35 USC § 102(a) as being 
anticipated by Akbari et al., "A review of Methods for the Manufacture of Residential Roofing 
Surfaces", June 2003 ("Akbari"). Applicants disagree. 

Applicants have enclosed a Rule 131 Declaration to antedate Akbari. Applicants assert that 
the Rule 131 Declaration provides sufficient evidence that the subject matter of these rejected 
claims were possessed by the Applicants prior to the date of Akbari. Reconsideration and 
withdrawal of the rejections is respectfully requested. 

Claims 1-4, 7-10, 13, and 15-19 stand rejected under 35 USC § 102(f) because the 
Applicant did not invent the claimed subject matter. Applicants disagree. 

Anticipation under 35 USC § 102(f) requires a showing that (a) the subject matter at issue 
was conceived in its entirety by another; and (b) this conception was communicated to the 
Applicant before the date of invention by the Applicant. 

Applicants have enclosed a Rule 131 Declaration. Applicants assert that the Rule 131 
Declaration provides sufficient evidence that the subject matter of these rejected claims were 
possessed by the Applicants prior to the 19 February 2003 plant visit cited by the Examiner. Thus, 
Applicants assert that the Rule 131 Declaration provides sufficient evidence that Applicants did 
invent the claimed subject matter. Reconsideration and withdrawal of the rejections is respectfully 
requested. 

Claims 1-4, 7-10, 13, and 15-19 stand rejected under 35 USC § 102(e) as being 
anticipated by Shiao et al., US 2005/00721 14 ("Shiao"). Applicants disagree. 

Applicants have enclosed a Rule 131 Declaration to antedate Shiao. Applicants assert that 
the Rule 131 Declaration provides sufficient evidence that the subject matter of these rejected 
claims were possessed by the Applicants prior to the date of Shiao. Reconsideration and 
withdrawal of the rejections is respectfully requested. 
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§ 103 Rejections 

Claims 1-4, 7-10, 15-19, and 22-28 stand rejected under 35 USC § 103(a) as being 
unpatentable over U.S. Patent Number 3,479,201 to Sloan ("Sloan") in view of U.S. Patent 
Number 6,454,848 to Sliwinski et al., ("Sliwinski"). Applicants disagree. 

Applicants assert that there would have been no motivation to combine Sloan with 
Sliwinski as of the filing date of the pending patent application. Applicants have provided a 37 
CFR 1.132 Declaration from Jeffry L. Jacobs stating that at the time of the filing date of the 
pending application, the state of the art for preventing granule staining was stain preventing post- 
treatments. Thus, Sloan's stain preventing granule precoat would not have been utilized as of the 
filing date of this application since it was not the state of the art and it also would be cost 
prohibitive in view of the state of the art. In addition, none of the cited references disclose or 
suggest a discontinuous second coating layer (claim 22). Reconsideration and withdrawal of the 
rejections is respectfully requested. 

Claims 1-4, 7-10, 13, 15-19, and 22-28 stand rejected under 35 USC § 103(a) as being 
unpatentable over Akbari et al., "A review of Methods for the Manufacture of Residential 
Roofing Surfaces", June 2003 ("Akbari") in view of U.S. Patent Number 6,454,848 to Sliwinski 
et al., ("Sliwinski"). Applicants disagree. 

As noted above, Applicants have enclosed a Rule 131 Declaration to antedate Akbari. 
Applicants assert that the Rule 131 Declaration provides sufficient evidence that the subject matter 
of these rejected claims were possessed by the Applicants prior to the date of Akbari. In addition, 
none of the cited references disclose or suggest a discontinuous second coating layer (claim 22). 
Reconsideration and withdrawal of the rejections is respectfully requested. 

Claims 22-28 stand rejected under 35 USC § 103(a) as being unpatentable over Shiao et 
al., US 2005/00721 14 ("Shiao"). Applicants disagree. 

Applicants have enclosed a Rule 131 Declaration to antedate Shiao. Applicants assert that 
the Rule 131 Declaration provides sufficient evidence that the subject matter of these rejected 
claims were possessed by the Applicants prior to the date of Shiao. In addition, none of the cited 
references disclose or suggest a discontinuous second coating layer (claim 22). Reconsideration 
and withdrawal of the rejections is respectfully requested. 
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CONCLUSION 



In view of the above, Applicants submits that the pending claims are in condition for 
allowance. Reconsideration is respectfully requested and a Notice of Allowance is earnestly 
solicited. 

It is believed that no fee is due; however, in the event a fee is required, please charge the 
fee to Deposit Account No. 13-3723. 




Respectfully submitted, 



Dated: 



Colene H. Blank, Reg. No.: 41,056 
Telephone No.: 651-737-2356 



Office of Intellectual Property Counsel 
3M Innovative Properties Company 
Facsimile No: 651-736-3833 
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